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DETAILED ACTION 
Election/Restrictions 

acknowledged. 

Response to Amendment 
The preUminaryarnendment to thecla.ms filed on 8-31-01 does not comply wUh*^^ 

■ ™il^ . 

.e.u.ementsof37CF™ 

"favours", appears as favo[u]rs . It is agre ^^^.^ 
«eleancopy"oftheclaimcontainsbracketsreservedfortheamendedcopy,anewclean 

,s required to be submitted by applicant in the next response. 

Claim Rejections - 35 USC § 101 
35 U S C. 101 reads as follows: 

requirements of this title. 

■.A ^..^5USC 101 because theclaimedinventionisdirectedtonon- . 

Claim29isrejectedunder35U.b.C. iUioe h exists in naUire; thus M'^; i^"'- 

u- . tt.r The claim is directed to a strain of microorganism which exists in nanir, . ^ 

statutory subject matter. The claim ^^^^^^^ ^^^^^^^^^ . 

theclaimisdirectedtoaproductofnature,w.thoutahumaninveniv P^^^^^^^^^^^^^^^^^ ^^^^^^^^^.^ .. . 

that,attheleast,theclaimbeamendedtorecitethatthem.croorgan.smis 
supported by the specification. 



Claim Rejections - 35 USC § 112 
i) Thefollowingisaquotationofthefirstparagraphof35U.S.C. 112: 

.espec.ca.ons.au conlainawnttenaesc^^^^^^^^^ 
SS Jed by the inventor of carrying out h.s mvent.on. 
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Claims 2 and 29 are rejected under 35 U.S.C. 1 12, first paragraph, as containing subject matter 
which was not described in the specification in such a way as to enable one skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and/or use the invention. 

The deposit of the microorganism has not met the requirements under this statute. The pertinent 
passages are highlighted in bold, below, including means to overcome the rejection. 

Since the Pseudomonas putida IMI382568 microorganism is essential to the claimed invention, it 
must be obtainable by a repeatable method set forth in the specification or otherwise be readily available 
to the pubhc. If the microorganism is not so obtainable or available, the requirements of 35 USC 1 12 
may be satisfied by deposit of the microorganism. The specification does not disclose a repeatable 
process to obtain the microorganism and it is not clear from the specification or record that the 
microorganism is readily available to the public. 

This rejection may be overcome by establishing that the each microorganism identified is readily 
available to the public and will continue to be so for a period of 30 years or 5 years after the last request 
or for the effective life of the patent, whichever is longer, or by an acceptable deposit as set forth herein. 
If the depository is made under the terms of the Budapest Treaty (see pages 9-10 of the instant 
specification), then an affidavit or declaration by applicants, or a statement by an attorney of record 
over his/her signature and registration number, stating that the specific strain has been deposited 
under the Budapest Treaty and that the strain will be irrevocably and without restriction or 
condition released to the public upon the issuance of a patent, would satisfy the deposit requirement 
made herein. 

If the deposit has not been made under the Budapest Treaty, then in order to certify that the 
deposit meets the criteria set forth in 37 CFR 1.801-1.809, applicants may provide assurance of 
compliance by an affidavit or declaration, or by a statement by an attorney over his/her registration 
number, showing that, 

(a) during the pendency of the application, access to the invention will be afforded to the 
Commissioner upon request; 

(b) all restrictions upon availability to the public will be irrevocably removed upon the granting 
of the patent; 

(c) the deposit will be maintained in a public depository for a period of 30 years or 5 years after 
the last request or for the effective life of the patent, whichever is longer; and, 

(d) the deposit will be replaced if it should ever become inviable. 

The specification must also state the date of deposit(s), the number(s) granted the deposit(s) 
by the depository and the name and address of the depository. 



ii) The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 1,7,10-13 and 21-23 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 
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Claim 1 is indefinite for the phrase "the vanillin accumulates". It is unclear where this 
accumulation occurs, either in the cell or as excreted into the culture medium. Further, although not 
necessary to recite in the instant claims, this would also affect subsequent steps, which would differ 
depending upon the collection methods necessary. 

Claim 7 recites a closed group as "selected from"; however, this does not comply with accepted 
U.S. patent language necessary to clearly define the metes and bounds of the claim. It is suggested that 
the claim be amended to "selected fi-om the group consisting of. 

Claim 10 is indefinite, as it is unclear if this recited temperature range is in Celsius or Fahrenheit 

degrees. 

Claim 1 1 is indefinite for the recitation of the term "involves". It is unclear if this step "consists 
of heating in water (i.e. closed language), or "comprises" heating in water (i.e. open language). 

Claim 12 is indefinite for the recitation of the phrase "derived from a species of Aspergillus or 
Humicola insolens." Humicola insolens is a single species, and thus the enzyme may not be "derived 
fi-om a species of Humicola insolens:' It is suggested that the term "fi-om" be inserted before the name 
Humicola insolens in the claim, or that the entire phrase be rearranged to recite "derived from Humicola 
insolens or a species of Aspergillus." 

Claim 13 is indefinite for the phrase "effected substantially." The metes and bounds of the phrase 
are indefinite, as it is unclear as to how a treatment may be "substantially" effected, but not effected. 
Alternatively, the phrase "substantially in the pH range 6-7" is also indefinite, as it is unclear as to what 
pH values outside of the range 6-7 would be included or excluded in the claim. 

Claim 21 is indefinite for the recitation of the phrase "said at least one desired component." This 
lacks a clear antecedent basis within the claim, and within claim 1, fi-om which it depends. 

Claim 22 is suggested to clarify that the subject of the phrase "a strain of microorganism", is 
Pseudomonas putida. 

Claim 22 is indefinite, as the screening protocol described therein does not clearly set forth 
positive method steps, such that the purpose and steps of the claim are clear to one skilled in the art. 
"Screening. . . by means of a reagent suitable for detecting aldehydes" does not set forth what is actually 
done or accomplished by the method, whether this is a positive or negative selection, or how this relates 
to the microorganism(s) sought. 

Claim 23 is indefinite for the recitation of the phrase "obtained by mutation." The colonies do 
not appear to be "obtained by" mutation, in the sense that this would be how the inventors "obtained" the 
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colonies. Further, this phrase does not clearly set forth how it relates to the claimed invention, and how ' 
one skilled in the art would reproduce the steps. The nexus between the claim and the claim(s) from 
which it depends, is unclear. 

/ 

Claims 22-23 do not appear to properly correspond to claim 1, from which they depend. 
Reference to the specification, at example 4 and at pages 42-47, describes the circumstances under which 
the screening for aldehyde production is performed. These are not stated to be applicable to (a) 
Pseudomonas putida, or (b) to the production of vanillin from ferulic acid. There is no clear nexus for 
this method protocol and the production of vaniHin from ferulic acid using Pseudomonas putida. 



Claim Rejections - 35 USC §102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the basis 
for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 1-3, 21-23 and 29 are rejected under 35 U.S.C. 102(b) as being anticipated by Labuda et 
al. (US PAT 5,279,950). 

Labuda et al. disclose a method of converting feruHc acid to vanillin, comprising treating a 
composition comprising ferulic acid with a strain of Pseudomonas putida (examples 1 and 4) under 
conditions of pH and temperature necessary to promote the production and accumulation of vanillin. See 
columns 5-6 and 8, regarding the yield and accumulation of vanillin. Column 6, lines 54-64, and column 
7, describes the exfraction and analysis of the vanillin compound from the mixture using organic phase 
separation techniques (reverse phase HPLC). The HPLC analysis utilizes an apparatus and reagent 
"suitable for detecting aldehydes", as was done by applicant at example 16. The colonies of 
microorganisms were mutated through natural selection, thus meeting the limitations of claim 23. 



Allowable Subject Matter 

The following is a statement of reasons for the indication of allowable subject matter: Claims 6- 
9 and 10-13 are free of the prior art of record. From a prior art perspective, these claims appear to possess 
some or all of the combined elements of Labuda et al., as cited above, and Myers et al. (WO 96/39859, 
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provided to applicant in the International examination). However, there is no motivation present in the 
teachings of the prior art to combine these two teachings for the production of vanillin from the recited 
plant materials, as presently claimed. Claims 7-8 and 10-13 would be allowable if rewritten to overcome 
the rejection(s) under 35 U.S.C. 1 12, second paragraph, set forth in this Office action and to include all of 
the limitations of the base claim and any intervening claims. 



Conclusion 

NOTE: The references listed in the International Search Report, to the extent that they have been 
made available to the Office, have been considered with regard to patentability of the instant elected 
claims. 



Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to Keith Hendricks whose telephone number is (703) 308-2959. The examiner can normally 
be reached on M-F (8:30am-6pm); First Friday off 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Milton Cano can be reached on (703) 308-3959. The fax phone numbers for the organization where this 
application or proceeding is assigned are (703) 872-93 10 for regular communications and (703) 872-9565 
for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding should 
be directed to the receptionist whose telephone number is (703) 308-0661. 
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